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Trademark practice in the European Union is

LEGISLATIVE FRAMEWORK

undergoing an important overhaul. Under

EU trademark legislation is mainly formed by two

the trademark reform package, both the
EU Trademark Directive (2015/2436) and the

important pieces of legislation: the Trademark Directive
and the Trademark Regulation.

EU Trademark Regulation (207/2009) have

The European Union has a dual trademark system.

changed on several essential subjects.

First, there is the EU trademark (formerly known as the

The goal of these changes is to have a more

Community trademark), introduced in 1996. The EU

consistent, user-friendly, accessible and
modernised trademark system throughout

trademark allows owners to register their trademarks in
all 28 EU member states by way of a single registration,
to be filed with one centralised trademark authority – the

the European Union. As trademark law in

EU Intellectual Property Office (EUIPO) (formerly known as

the European Union is harmonised, these

the Office for Harmonisation in the Internal Market). In

changes affect not only EU trademark
practice, but also the national trademark
systems of EU member states.

parallel to the EU trademark system, EU member states
maintain their respective national trademark systems
with their own national trademark authorities (although
the Benelux countries – Belgium, the Netherlands and
Luxembourg – have a combined trademark system,
dating back to 1971). National trademarks coexist with

This chapter addresses the most important topics from

EU trademarks.

a practical perspective. It first touches on the legislative
framework, followed by four crucial points of the

The European Union provides for harmonised trademark

amended legislation:

law by way of the Trademark Directive. Member states are
obliged to implement the directive into their national

•

the dropping of the graphical representation

trademark laws. The EU trademark system itself is

requirement, opening the door for non-traditional

governed by the Trademark Regulation, which can be

trademarks;

regarded as the EU implementation of the Trademark
Directive. Consequently, changes to the directive have an

•

•

the typical grounds of refusal for three-dimensional

impact on both national trademark laws and EU

(3D) marks, which will apply to all trademarks;

trademarks.

the new codified rules regarding the specification of

GRAPHICAL REPRESENTATION

goods and services; and

One of the most important changes to the directive is
that trademarks no longer need to be graphically

•

the consequences of the obligation for national

representable in order to be registered. The idea behind

trademark authorities to implement an

this change is that a sign should be able to be

administrative trademark cancellation proceeding.

represented with generally available representation
methods, rather than necessarily in a graphical way,
making this part of trademark law more futureproof.
Although this requirement changes little for the most
common trademarks such as word marks and logos, it
opens the door to non-traditional trademarks such as
sound marks, scent marks and movement marks. While
the requirement of graphical representation has been
dropped, trademarks must be represented in the
trademark register in a way – to cite the directive –
“which is clear, precise, self-contained, easily accessible,
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intelligible, durable and objective”. This creates an

football in a trademark bearing other distinctive elements

interesting task for the national and EU trademark

would still be acceptable. Nevertheless, an application for

registries, as they may be required to allow their register

a football alone may well be refused under the new

to represent trademarks other than words and images.

directive.

The technical challenges for national trademark
authorities may be limited for sounds and movements,

At first glance, the practical consequences of these

which can be captured in several commonly used file

additional refusal grounds for trademark applications

types (eg, MP3, MP4, GIF). However, it will be difficult to

may be limited. The EUIPO already refuses device mark

represent scent marks (among other things) at this stage,

applications which are a common depiction of the goods

as there is yet no technological way to make scent marks

for which the application is intended, based mainly on

available to the authority and the public in an acceptable

the lack of distinctiveness. However, an important

manner.

difference between this refusal ground and refusal based
on the nature of the goods is that the latter cannot be

ABSOLUTE REFUSAL GROUNDS

overcome by proving that the mark has acquired

The second important change introduced by the

distinctiveness through use.

directive is an extension of the absolute grounds of
refusal. The previous directive stipulated three absolute

TECHNICAL RESULT

refusal grounds aimed specifically at 3D marks. In the

Under the new directive, all trademarks consisting

new directive, these refusal grounds apply not only to 3D

exclusively of a shape which is necessary to obtain a

mark applications, but to all trademark applications. Thus,

technical result will be refused. When taking into account

an application will be refused where it consists of:

the relevant ECJ case law (eg, C-299/99 and C-48/09P),
this concerns signs in which all of the essential

•

a shape or any other characteristic which results

characteristics of a shape perform a technical function.

from the nature of the goods themselves;

It is irrelevant if the sign also bears non-essential
characteristics that do not have a technical function.

•

a shape or any other characteristic of goods which is

Thus, for example, a trademark application for an image

necessary to obtain a technical result; or

of a corkscrew which has no additional distinctive
elements and which is intended for use on corkscrews

•

a shape or any other characteristic which gives

may be refused based on this ground. The same goes for

substantial value to the goods.

the sound of a popping cork in relation to sparkling
wines, or a movement mark for opening a wine bottle.

NATURE OF THE GOODS
When taking into account the first refusal ground, one

VALUE OF THE GOODS

could be faced with refusals of logos depicting an image

A sign will be refused registration where it consists

of the product for which the application is intended.

exclusively of a shape or other characteristic that gives

For example, a logo depicting a football in relation to

substantial value to the product. This means that where

footballs may be denied registration, as the shape of the

the shape of a sign makes consumers want to buy the

logo results from the nature of the goods. A brief survey

product because of its aesthetic attractiveness, the sign

of the EU trademark register shows that more than 159

will not qualify for trademark protection. The rationale

trademarks depict a football and are registered for

behind this particular refusal ground is to prevent

footballs. Considering the case law of the European

overlap between trademark and design protection.

Court of Justice (ECJ) in this regard, displaying a football

Applying this refusal ground for all trademark

alone does not necessarily mean that the trademark as a

applications (instead of merely to 3D mark applications)

whole is invalid. Only trademarks which consist exclusively

may have far-reaching consequences. Although its scope

of the shape of a product with one or more essential

is yet to be determined by ECJ case law (at least pending

characteristics which are inherent to the generic function

the ECJ’s decision in *Louboutin v Van Haren*, Case

should be subject to refusal (C-205/13). Thus, including a

C-163/16), by the letter of the law and existing case law,
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this refusal ground could in theory prevent registration

SPECIFICATION OF GOODS AND SERVICES

of all trademarks for goods which consumers buy

Many of the amendments in the new directive are a

because of the relevant trademark’s attractive

codification of ECJ case law. For example, the new

appearance. In particular, logos may often be regarded as

requirements for the specification of goods and services

a valuable aesthetic aspect of a product (eg, on clothing).

are a direct consequence of the ECJ’s *IP Translator*

Thus, it cannot be denied that logos may give substantial

decision (C-307/10). In this case, the court ruled that the

value to the goods. For this reason, logos may be

specification of goods and services should be clear and

refused registration or subsequently invalidated.

precise in order for authorities and economic operators

However, this consequence may be too far-reaching.

to be able to determine the scope of a trademark
registration. With the judgment, the ECJ banned the

The ECJ has been requested to elaborate on these refusal

practice of using the class headings of a Nice class in

grounds on several occasions in the context of 3D marks.

order to include all possible goods under that class in a

However, it remains uncertain whether and to what

registration. Not only does a trademark registration cover

extent these judgements would apply to all trademark

only the literal wording of the classification used; in

variations.

addition, trademark authorities will refuse items which
are unclear or unprecise (eg, ‘machines’).
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Consequently, drafting a coherent specification of goods

quicker solution in disputes and trademark clearance

and services has become of paramount importance to

projects. The organisational burden on the national

the scope of protection of a trademark. While the

trademark authorities is considerable. For this reason,

practice regarding the specification of goods and

the national authorities have been given seven years to

services may now be codified into law, the rules derived

implement this part of the directive.

from *IP Translator* were already used by the trademark
authorities before the introduction of the new directive.

CONCLUSION
Reviewing some of the most important practical

NATIONAL TRADEMARKS 2.0:
ADMINISTRATIVE CANCELLATION
PROCEEDINGS

consequences of the EU trademark reform package,

Another important novelty in the new directive is that it

marks. However, as all trademarks are now subject to a

requires all national trademark authorities to provide for

wider range of refusal grounds, the scope of what will be

an administrative cancellation proceeding based on the

accepted as a trademark has actually been reduced, as

descriptiveness, lack of distinctive character or lack of

the refusal grounds which previously applied only to 3D

genuine use of a trademark, or a conflict with another

marks now apply to all trademarks. New case law

party, in the sense of either confusing similarity or a

regarding the extent of these refusal grounds for

registration made in bad faith.

non-3D marks can be expected, as these refusal grounds

it opens the way – in theory – to the registration of
non-traditional trademarks such as scent and movement

can also be invoked in cancellation actions against
A present, only the EUIPO offers a cancellation

existing trademarks. The introduction of cancellation

procedure. EUIPO administrative cancellation proceedings

actions before the national trademark authorities may

are efficient and cost effective when compared with a

thus increase the number of decisions. Hopefully, this will

cancellation request filed in a regular court action.

swiftly generate case law which answers the questions

The number of cancellation actions initiated before

arising from the trademark reform package.

the EUIPO is considerable, varying from around 1,400
proceedings in 2014 to almost 2,000 in 2016.
The new directive orders national authorities to provide
for a national administrative cancellation proceeding,
without prejudice to the option to do so in a regular
court action. Although an administrative cancellation
proceeding is cost and time efficient, there are important
differences from requesting cancellation before a civil
court. While these differences depend on the national
law of each country, in general one must take into
account that the scope of an administrative cancellation
is limited to the relevant trademark and based only on
the particular trademark law. Other common aspects of
IP infringement cases (eg, damages compensation and
conservatory measures) are not included in a cancellation
proceeding. Moreover, it will not be possible to address a
combination of IP infringements (eg, copyright and
design right infringement), as is usual in a court action.
Therefore, due to its limited scope, the administrative
cancellation proceeding will not replace all cancellation
requests before a civil court. However, the option to file
an administrative cancellation action often allows for a
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