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| have been actively involved in NLO for 30 years.
Intellectual Property continues to excite me and no year
is the same. At NLO and NLO Shieldmark there are always
new developments which invigorate me. 2016 is certainly

no exception.

As a partner and MT member, | am closely involved in the
foundation of our new office outside the Netherlands:

our firm in Ghent, based on the Innovation Campus in a
lovely, modern office building. The relationship between
the Netherlands and Belgium is special. As neighbours, we
have many similarities and many differences. In between,
something amazing is created. The 10 membered staff

at the Ghent office are therefore a wonderful melting pot
of Belgian, French and Dutch professionals. We share
knowledge and experiences in order to make our enterprise
in Belgium a success. If you are ever in the vicinity, please
visit us in Ghent!

Butit's not just the new office in Ghent which creates new
dynamics. In January, for example, the new European
trademark guideline came into force, and this will be
followed in March by the amended Community Regulation.
Both have extensive far-reaching consequences for
trademark holders. Incidentally, in the Fortify we devote
extra attention to trademarks and designs. Starting with
the main article which focuses on our client Danone.

We also follow developments relating to the Unified patent.
Within NLO, | am the partner responsible for teams like
‘Renewals’ and ‘Translations'. Obviously, we have been
preparing for the changes involved in the Unified patent

- possibly by 2017 - for some time. With our Business
Development Team we anticipate this situation to create
new services. Overall, there's a lot happening in the coming
years. I'm looking forward to it!

Erwin Ehrenburg
Managing Partner NLO
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TREND IN THE MARKET

WENDY PANG, HEAD OF IP AT DANONE'S WATERS,
EARLY LIFE AND MEDICAL DIVISIONS

Protecting and
strengthening
brands at Danone

When Isaac Carasso founded Danone in Barcelonain 1919, the company introduced
Spanish doctors to the health benefits of yogurt. The yogurt was named after the
founder's son Daniel, nicknamed 'Danon’ in the local Catalan language. The brand
name has remained an invaluable asset ever since. Today, with operations in over
140 countries, 22 billion euros in turnover and over 900 million consumers world-
wide, Danone has become one of the world's leading food companies. Part of that
success rests on the strength of its brands: Evian water, Nutricia medical nutrition

and of course Danone dairy products are known the world over.
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TREND IN THE MARKET

As the head of IP for three of Danone's product divisions, it
is Wendy Pang's goal to protect and strengthen the Danone

brands and thus ensure they will also contribute to the com-
pany's future success.

Nearly three years ago you left private practice to become
anin-house IP lawyer. What in your opinion is the biggest
difference between both positions?

"The main difference is in the proximity to the business. As
an in-house IP-lawyer at Danone | am very much involved
with developing strategies for our various brands. That
means I'm working really closely with the business, much
closer than you can work with your clients as an external
lawyer. It means that a lot of the work | do now at Danone is
not driven by IP as such, it's about using IP as a tool to reach
a solution that the business wants."

In order to contribute to Danone's business goals, what are
the main items on your agenda and what are your goals for
the next couple of years?

"The first is risk management and risk reduction, the second
is building stronger brands and a strong reputation for
Danone. Risk management is now on everybody's mind. We
obviously know very well how to deal with the standard risk
management aspects like clearances and making sure we
don'tinfringe the rights of third parties. Trying to identify
any hidden risks is another aspect though that can be chal-
lenging in a global organization like Danone's. We need to
ensure that local businesses are aware of and comply with
agreements negotiated globally or regionally and vice versa.
The potential damage resulting from such risks in terms of
litigation or product recalls can be huge, hence the promi-
nent position on my agenda."



TREND IN THE MARKET

With respect to the second item on your agenda, how do
you as an IP lawyer contribute to building stronger brands?
"Building stronger brands requires that our team works to-
gether with local and global business teams. One part of that
is educating them on IP issues and on the work that our team
does, so we're not just seen as people who they can tell what
trademarks to register. Another part of us working

together with the business involves picking our core brands
and identifying, with the people who develop these brands,
what brand elements they think are key. We work closely
with the marketing teams to determine what we want to stop
third parties doing, and with that in mind, we can together
identify which elements of their brand are most important
to them. Then we decide how we can protect and build those
elements going forward. Aside from appropriate IP protec-
tion, that means us stopping others from using those ele-
ments, but also from our side being strict on what variations
on those key elements we allow local teams to use."

So building stronger brands mainly involves working with
the marketing teams?

"Obviously the marketing teams are important internal
clients of ours, but so are the innovation teams that develop
and create new packaging. Sometimes with new packaging
we want to protect both a technical innovation with a patent,
as well as the new design elements that make the packaging
stand out from other products on the market. So our team
has to be working closely with the patent team and make
sure we're lined up, for example to prevent that a patent

is filed prematurely and thereby destroys novelty for us. In
general, my job is a lot about investing in relationships and
making sure we're all pulling in the same direction and really
become business partners."

So from an IP perspective, building stronger brands is not
primarily about registering more trademarks or designs,
but more about creating awareness and changing mindsets
in the business?

" Absolutely! We file, register and protect all these things,
but you always have to ask what the purpose is. That is what
| have also been trying to educate the business about. We
have to know what is on the market and what other people
are doing in terms of getting close to us and to actually stop
that. So I'm very much not the type of IP lawyer that says we
have got to register more trademarks. That requires a lot of
time and resources which you then can not use on the things
that actually matter. The aim is to build the strongest and
most focused portfolio, not the most extensive portfolio."

What would you say are the biggest challenges you face in
managing a global IP portfolio?

"One main challenge certainly is the global aspect of the job.
Often our primary internal clients are working at a global
level, rolling out for example a global marketing campaign

in different countries. Now the teams in these countries
sometimes want to do their own thing and add certain local
elements. That can cause some conflict between global and
local teams. For us that can be challenging, because both are
our clients."

Do you have a general approach for resolving those issues?
" Generally we start to work with global teams and try to
understand what the global picture is. But the difficulty is
that it doesn't always work in countries where there may be
very specific regulations or local practices, and so we really
get pushed sometimes by local businesses. We might for
example have an overall IP policy that says we don't file what
we are not going to use, or file things that might be descrip-
tive. Butin some countries in Asia for example, that doesn't
work because there everything that is on the package has to
be filed, otherwise the product can’t be put on the market.

Another issue is consistency around the world. Some of our
logos may have been used under different brands in different
ways over many years. It is quite difficult to then be very
strict and insist that it must be used in a certain color, for
example. Part of my job is understanding the reasons behind
the push from local teams and to determine if we really need
to make an exception. Sometimes we have to be adaptable
if there is a real business or legal need to depart from our
normal rules, but we do also need to maintain our position
at times, for example by educating global marketing as to
what we do and why, and getting their help in pushing local
marketing teams to understand as well."
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Are there certain red lines or issues where you can't deviate
from your global IP policy?

"Sure! It is much harder to budge when thereis arisk in
terms of third parties. We have had situations, for example,
where we would have run the risk of infringing third party
trademarks if we launched a product with a certain name.
Therefore we worked out a co-existence agreement with our
competitor that covers lots of different territories. That is
where we need to make sure that everyone within Danone
complies with the global agreement. Obviously on that we
have to be very strict."

How is the IP function within Danone organized, and what
sort of formal voice or decision power does it have within
Danone?

" As part of the legal function the IP team reports to the Gen-
eral Secretary, a function that was created at the beginning
of 2015 and that is part of Danone's Executive Committee.
The General Secretary's office, which includes communica-

tions and public affairs, legal and regulatory affairs and com-
pliance among others, has stated that building strong brands
is one of their main objectives. It has appointed a Chief Brand
Officer who is in charge of the equity of the DANONE brand.




TREND IN THE MARKET

This representation at the top level of the company shows
the importance of our brands to the company, which also
demonstrates the key importance of IP within the group. So
lately the IP function has developed a more powerful voice.
We are finding ourselves on some of the boards around
Danone, and with that comes more impact. That will be
enhanced even further with our new global IP policy that will
be rolled out in 2016 through the General Secretary function
around the world. The new IP policy is more formalized, with
stricter rules that relate to both the risk management and
building stronger brands aspects of the IP function."

What does the new IP policy include?

"Some of it sounds very obvious, there are general rules like
not copying third parties' rights, and using our brands in
ways that are consistent with our brand guidelines, et cetera.
Of course we did have a brand protection policy before, but
there was quite a low awareness of it. So the new policy is in
part to increase awareness, and also to equip local teams to
deal with simple or straightforward FAQs. But to me the key
is: up to now some of these things haven't been passed onto
marketing and legal teams in the form of rules they should
adhere to and that will really be enforced. There has in the
past been lack of clarity in terms of what are rules, what

are guidelines, what is nice to have? That will become a lot
clearer now."

How does this new IP policy affect the part of your job
where you have to judge whether local teams have legiti-
mate business reasons to deviate from global policy?

"The job will still be about that. The new IP policy really gives
us the tools, or better equips us to do the job we do today. It
gives us a formal backing, a backing that has been approved
atavery high level within Danone. That is helpful because it
provides us the support and legitimacy that we need."

Can you describe what a global consumer company like
Danone faces in terms of infringements on its IP portfolio?
"The main difficulty that many consumer goods companies
face is probably the private label issue. We have important
relationships with the supermarkets that sell our products.
Obviously we need to maintain those relationships if we want
to keep selling our products. At the same time, as our biggest
customers they are copying our get-up, getting sometimes
very close to our products. That is definitely a challenge,
especially being sensitive to the business relationships, and
involves working closely with our commercial teams when
deciding what action to take - but we have to be tough if we
want to build and maintain strong brands. "

Wendy Pang is the Head of IP for Danone's Waters,
Early Life and Medical divisions. With her team of legal
counsel, paralegals and trainees she manages all con-
tentious and commercial IP issues at a global level and
advises the business on the protection and enforcement
of their trademarks, designs and copyrights.

Previously she was a Senior Associate in the IP Group
of Baker & McKenzie's London office where she acted
for her clients in litigation in the High Court, Court of
Appeal and the European Court of Justice.

Wendy Pang graduated in 2000 from the University
of Nottingham (B.A., Law with European Law, first

class honours) and holds a Post Graduate Degree in IP
from the University of Bristol (2006). She lives in Paris,
France and is multi-lingual with fluency in English,

Cantonese and French.
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Is there a red line with respect to how close you let copycats
or private labels get, and how do you determine when to
enforce your rights and fight back?

"That has to be determined case-by-case. We look at the
whole picture: how big our operation is, how big is our
business with that brand, if we are operatingin a particular
country and if we have any potential challenge ourselves,
and also if it is a business priority. One of the challenges |
may face in this respect is to convince the business which

is the right fight to pick and when - the business may be
frustrated by a copycat or a private label but there may be
circumstances that make it difficult for us to act. Obviously
there are budgetary and PR considerations, but those are not
the only reasons. Cases get harder if our brands or elements
of our brands, like fruits used to designate the flavour of a
drink, have a lower level of distinctiveness. So we have to
make sure that the key elements of our brands are used con-
sistently to build and maintain their distinctive character,
which means working with the business around the world to
ensure that we don't allow too much “playing"” with our logos
before they are strong enough. That might be something
that marketing doesn't like because it limits their freedom,
but this comes back to my push for wanting strong elements

If we need to take a big fight to
strengthen some of our brands,

I'mready to do that'

of our brands, not just the whole brand. People know what
is easier to get away with and what is not, so they might just
take the look, the color scheme, figurative elements and
not the word element. And if in certain countries we are not
well-known enough with those elements, then it makes it
tougher to protect our brand there. We need to be even more
vigilant about enforcing our rights and if appropriate, picka
target and send a message that is going to make some noise.
A message to make it clear that Danone doesn't sit and not
defend its rights, that we are active in that and we will stop
people from getting too close to the line."

So you are looking for a good fight?

"It's good to occasionally have a fight with a lot of publicity,
but you have to pick the right fight to build the reputation
you want to have. One major successful case would then
make it much easier to deal with potential future conflicts,
because when for example you send a cease and desist
letter, the counterparty will be more likely to back off from
afight. But | should be clear: it is certainly not the goal of
an in-house IP lawyer to have litigation at all times, which
would be very expensive. We will continue to try to resolve
issues through alternative means, such as settlements and
discussions. But if we need to take a big fight to strengthen
some of our brands, I'm ready to do that."

ABOUT DANONE'S BRANDS

« In 2014 40 countries sold medical
nutrition products under the
Nutricia umbrella brand.

More than 400 people are dedicated
to Nutricia Early Life Nutrition's

research & development.

NLO Shieldmark is responsible for

the global portfolios of Danone’s

Early Life Nutrition and Advanced
Medical Nutrition.
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new partners of NLO

From 2015, the number of (trainee) patent attorneys at
NLO and NLO Shieldmark soared. 13 new colleagues
were welcomed. Obviously, the opening of the new office
in Ghent, Belgium, gave a considerable impulse to this
growth: five experienced European attorneys switched

to NLO. But it wasn’t just these new colleagues who took
a new step in their careers. Two NLO patent attorneys
recently became partners. These appointments underline
NLO'’s strong growth in recent years. We like to introduce
our new partners to you.

With the appointment of René van Duijvenbode, NLO has a
new partner who has already proven to be a passionate and
committed patent attorney for many years. In 2015, his
client nominated him for the Client Choice Award ‘Intellec-
tual Property - Patents’, which he subsequently won.

Van Duijvenbode: “For a long time, my team and | have

enjoyed promoting the commercial interests of our clients,
right up to the ‘courts’ of the European Patent Office. That's

vanduijvenbode@nlo.eu

where things get really serious for the Opposition depart-
ments and the Courts of Appeal. The stakes are high and
it's nice to be able to make a difference. | am therefore very
much looking forward to the possibilities of the Unified Pat-
ent Court”.

Harm van der Heijden, who has worked for NLO since 2009,
is also experienced in conducting procedures. Not surpris-
ingly, both Harm and René successfully completed the “Pat-
ent Litigation in Europe” (2014-2015) training run by CEIPI
Strasbourgin 2015.

Van der Heijden: “For patent attorneys, this is a special time
because big steps are currently being taken to make Europe
a unified area when it comes to patent. Clients are therefore
increasingly coming to us as the designated patent advi-

sor for all of Europe. As a partner of NLO, | look forward to
continuing to expand the practice.”

vanderheijden@nlo.eu
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INTERVIEW

MAGIC BULLETS AGAINST TUMORS

State of the art
decoration on
molecular sca

‘A top molecule'is how Sander van Berkel describes the discovery of BCN, made

in 2010 at Radboud University in Nijmegen. Now this molecule is the basis for

Synaffix, a young biotech company in Oss that now has many big pharma companies

as partners. An interview with co-founder and director of R&D Operations

Van Berkel and CEO Peter van de Sande about their ambitious plans for a tiny molecule.

At the beginning of the last century, the German doctor Paul
Ehrlich introduced the concept of the 'magic bullet': an ideal
drug that would precisely target the place in the body where
it was needed and nowhere else. In practical form, these
"'magic bullets' were still far beyond the reach of the medical
world. Since the beginning of this century, however, the
marketing authorisation of the first antibody drug conjugates
(or ADCs) has given doctors the resources which go some way
to achieving Ehrlich’s 'magic bullets'. An ADC s, to continue
usingammunition vocabulary, a 'guided missile": a destruc-
tive load (the drug) is connected to a navigation system (the
antibody) that guides this load straight to its target in the
human body, i.e. the tumour (see box).

As the 'Connect to Cure' part of the company name reveals,
Synaffix specifically focuses on the connection between
drug and antibody. While Van Berkel draws the process by
which that connection is achieved on a piece of paper. Van
de Sande points from his office to a tall tree outside on Pivot
Park in Oss where Synaffix is based. "Remember, what
Sander’s drawing is not to scale. If the antibody is as big as

that tree over there, we can pass through all the waving
branches and attach a birdhouse to a specific branch high up
in the tree. What we do is ‘state of the art’ decoration, but
then on amolecular scale.”

What did you actually have in 2010 when you thought of
the possibility of building up a business?

Van Berkel: "The basis of Synaffix is bicyclononyne, or BCN
for short. This is a molecule with fantastic properties: it can
react very selectively, without adding a catalyst, with azide-
containing molecules in any desired medium. These reac-
tions take place very fast, without creating waste products
and are very popular among people who work with biological

‘The most important thing that
we do is trying to bring a cure

for cancer a step closer’
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systems. As researchers at Radboud University, Floris van
Delft (co-founder and current Chief Scientific Officer of Syn-
affix, ed.) and | spent a long time working with these kinds of
molecules, which finally resulted in BCN. Because it seemed
to work so well and because the synthesis is so simple, we
had an invention which we felt we could commerecialise.

The idea was initially to offer BCN and derivates to research
groups and companies which, like us, are engaged in so-
called click chemistry, but who can’t make the molecule
themselves."

Van de Sande: "The field of click chemistry was growing ex-
ponentially in those early days and that formed the basis for
the initial business model. We sold our molecules, which we
had just patented (see box, ed.), on a small scale to various
parties who used them for research purposes. However, we
realised that this wasn't the way to get maximum value from
our technology. After an in-depth market survey, we decided
to focus mainly on high quality applications of our molecules
in complex biomolecules, particularly in the field of ADCs for
specific cancer therapies. In this application, the advantages
offered by our technology come into their own."

What makes your technology so suitable for ADCs?

Van Berkel: "When we decided to focus on ADCs, we only
had half of the BCN for the connection, namely the part that
is attached to the drug. Thanks to targeted research, we
then made a great discovery which enabled us to elegantly
attach the other half to the antibody. In itself, that's a small
revolution in the way in which ADCs can be made. Further-
more, with that second technology pillar, we have the ability
to very simply and quickly modify all off-the-shelf antibo-
dies to make them suitable for our technology. To continue
Peter’s tree analogy: to develop new ADCs we don't first
need to build new trees and let them grow. We can prune any
existing tree so that it becomes suitable for our technology,
saving a lot of time and money."

Van de Sande: "The most important thing that we do is to
increase the effectiveness and the safety of specific drugs.

By doing so, we are trying to bring a cure for cancer a step
closer. With our technology, we are improving the stability
of the connection between antibody and medicine, also the
payload. These payloads are toxic substances which are up to
ten thousand times more toxic than existing chemotherapy.
So you can only use such payloads if they very selectively
target the tumour. If they go off track and get into the blood
stream, this can cause serious side effects elsewhere in the
body. In general, the greater the stability of the connection
between antibody and drug, the higher the dose you can
safely administer and the more effective the treatment may
be. Finally Synaffix ADCs are made so that they are more ho-
mogenous than the ADCs which are currently on the market.
To use the tree analogy again: we connect the payload each
time to the same branch. With the commercial ADCs, the
payloads are attached to different branches which means
they are much less effective.”

Can you already express the power of your technology in
clinical terms? In other words: what advantages does it
offer patients?

Van de Sande: " Our technology hasn't been tested on people
yet. All the data we have are based on animal models. We
usually compare Synaffix ADCs with the two ADCs which are
now on the market. So we use the same antibodies and the
same payloads, but then connected via our own technology.
The results which we've produced so far show that Synaffix
ADCs are more effective than the market products and that
the side effects are considerably less harmful. But remem-
ber: at the moment these results only apply to this particular
animal model and for the tumour material used. So it may be
different in cancer patients. We therefore remain cautious,
but on the other hand, all the test results we have so far
indicate that our technology really gives better safety and
effectiveness."

What steps will Synaffix be taking next?

Van de Sande: "The preclinical test phase will soon be
completed. The aim is then to start clinical testing on
cancer patients in the coming years. For this purpose, we
are working together with pharmaceutical companies which
use our technology in the development of their ADCs. If the
first clinical results are good and new ADCs made with our
technology prove to be safe and effective in people, then
we'll celebrate. Because of the necessary follow up studies,
it will then take at least three to five years before these drugs
are actually on the market. Furthermore, in-house develop-
ment of ADCs may offer a new growth perspective. But that
discussion is still in an explorative phase; we must first learn
to walk before we can run."



THE 'MAGIC BULLETS' OF MEDICINE: WHAT ARE ADCS?
Antibody-Drug Conjugates (ADCs) are antibodies to which a cytotoxic or cell-killing sub-
stanceis attached.

Antibodies are an essential part of the human immune system and there are around 100
million different variants in the body. Each variant recognises certain foreign elements,
such as bacteria and viruses and in some cases also cancer cells. Antibodies recognise so-
called markers on the outside of these cells and attach themselves to them. The accuracy
and selectivity with which that happens makes antibodies ideal for treatments for cancer
or rheumatoid arthritis. Five of the ten best sold drugs in 2015 were based on antibodies.

In these drugs, just the binding of the antibody to its target already has a therapeutic ef-
fect. For antibodies which target cancer cells, the effect can be enhanced by attaching a
toxic substance to the antibody. After binding, the resulting ADC is then absorbed by the
tumour cell. Once inside the cell, the ADC is broken down, releasing the toxic load and
killing the tumour cell.

Two ADCs have market authorisation: Adcetris to treat certain lymphoma and Kadcyla for
breast cancer. Dozens of new ADCs, mainly targeting cancer, are currently being tested on
patients in clinical trials.
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How has Synaffix protected all its findings?

Van Berkel: "Our first patent application was for the BCN
molecule itself, a compound claim for the connection in

the field of ‘metal-free click chemistry’. As we said, we then
started looking for a method to use the advantages of this
pioneering technology in complex biomolecules, particu-
larly looking at high quality applications in targeted cancer
treatments. The method we developed resulted in our
second patent. We then focused particularly on ADCs. We
protect our inventions in that field by product claims and
applications, with claims for reactions and processes for
making them. If you have a platform technology like ours,
it's standard practice to further expand your IP portfolio. Our
field is developing fast and many players are active in it. That
means the bar is being raised higher and higher, forcing us to
continue improving and innovating. There's a world of differ-
ence between what we can do now and a couple of years ago.
So you obviously have to protect all those improvements."

Start-ups sometimes fail to realise the importance of IP
protection. What made you aware of how important it is?
Van Berkel: "That was a harsh learning curve. When Floris
and | were still working as researchers at the university,

we developed the DBCO molecule, a precursor of BCN,

and immediately published an article about it. At the time,
we never thought about patenting that molecule. Now it's
frequently used worldwide. We learned that whenever we
discover anything, we must immediately consider whether
itis interesting and relevant enough to patent. For BCN, in
several respects superior to its predecessor, it was immedi-
ately clear that this should be patented. Ultimately, this led
to the foundation of Synaffix. "

Van de Sande: "In view of this experience, within Synaffix we
agree that publishing new data comes second to patent-

ing new discoveries. Now we keep a lid on an invention for
longer so that we first really know what its potential is."

How does Synaffix protect the patent portfolio in practice?
Van de Sande: "Very simple: without patents, there's no
Synaffix. The patent portfolio is clearly one of the reasons
why the company exists. To start with, in our sector you have
to attract investors. Furthermore, you need a well organised
IP portfolio before you can launch anything on the market. In
recent years, we've therefore devoted a lot time and energy
to building up our IP portfolio. We now have a very complete
portfolio of fifteen patents including pending applications,
which is quite a lot for a young company like Synaffix. We
now have such a strong position that we aren’t dependent on
one single patent and others not in the same field as us can
be active without taking a licence on our technology. "

Do you come across competitors who still try to move into
your field?

Van de Sande: "We work in a sector which tends to respect
patents. But if competitors see an opportunity to work
around us, you have to assume that they'll try to gain an
advantage. We also see cases where mainly larger pharma-
ceutical companies oppose patents which don't suit them. In
that respect, as a small company you can't claim everything.
You can't build castles in the sky; claims have to have a solid
foundation and be realistic."

Synaffix has registered a number of trademarks. What

is the added value of trademarks for a highly specialised
business-to-business company like Synaffix?

Van de Sande: "Clients don't buy or in-license our technol-
ogy because we've registered GlycoConnect or HydraSpace
as atrademark, for example. In our world, trademarks are
mainly very useful for communication in business develop-
ment. It's nice to have a label for your technological innova-
tions and not just have to use patent numbers or compli-
cated descriptions. And because our trademarks sometimes
give a tiny glimpse about the specific approach we use or its
planned application, we can demonstrate a bit of ‘category
leadership’. So trademarks help us communicate our value
proposition, and if they are used consistently, they certainly
contribute to the company's success. "
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European design
protection - worth
your money?
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Every company that spends money and resources on
research, development and marketing for its products
needs assurance that competitors (or other third par-

ties) cannot take advantage of its innovation. Profiting
from innovation requires a good business model and an IP
strategy is an important part of that business model. Unlike
trademarks, patents and copyright, which are well known
and commonly used, design protection is sometimes
forgotten or underestimated. However, the design of prod-
ucts, packaging, logos, drawings and artwork plays a key
role in distinguishing new products from those of competi-
tors. This article outlines the benefits of Community design

protection, including legal conditions and scope.

History

The Community Design Regulation (6/2002) provides
EU-wide protection for both unregistered and registered
Community designs. Unregistered design rights have existed
since March 6 2002, while the registered form of the right
became available on April 1 2003. Today, 62% of EU compa-
nies use designs in their business. As illustrated in Figure 1,
the Office for Harmonisation in the Internal Market (EUIPO)
registered nearly 98,000 Community designs in 2014. An
application for single or multiple registered Community
designs can be filed via EUIPO. It is also possible to file a
registered Community design via the Hague System offered
by the World Intellectual Property Organisation. Before the
implementation of the Community Design Regulation, only
Benelux had introduced a uniform design protection law. In
all other EU member states, the protection of designs was
regulated by the relevant national laws and was confined to
the territory of the member state concerned. This inevitably
caused problems - it led to conflicts in the course of trade
between member states, created possible divisions in the in-
ternal market and posed an obstacle to the free movement of
goods. The creation of the Community design was therefore
necessary. A registered Community design is a unitary right
that has equal effect across all 28 EU member states.

Definition of ‘design’

Mere ideas and concepts do not qualify as intellectual

property; instead, intellectual property defines and protects

human innovations and creations. A design protects the
appearance of a product and is intrinsically linked to the
product. In a legal sense, an industrial design constitutes the
ornamental or aesthetic aspect of a product. An industrial
design may consist of three-dimensional features (eg, the
shape of an article or packaging) or two-dimensional features

(eg, patterns, lines or colour). To qualify for Community

registration, a design needs to be new and possess individual

character:

- ‘New' means that no identical design has been disclosed
before it. If two designs differ only in immaterial details,
they will still be considered identical.

- Possessing ‘individual character’ means that the overall
impression conveyed to the informed user differs from
that conveyed by any other previous designs.

With respect to the requirement that a design must be new,
the Community Design Regulation provides for a one-year
grace period in which a business can investigate whether a
product is worth protecting before applying for registration.
Almost any industrial or handicraft item can be eligible for
design protection (except for computer programs), provided
that it is not against public policy or certain morality stand-
ards. Words, sounds and colours are examples of elements
that cannot qualify as designs, as they cannot constitute
the appearance of a product. However, they may qualify for
trademark protection. Design protection is limited to the
appearance - as opposed to the functionality - of the product
whose design is registered. Products whose appearance is
solely dictated by their technical function cannot qualify
for design protection; however, they may qualify for patent
protection. Registered Community designs filed at EUIPO
include blueprints, packaging, computer icons, graphi-

cal symbols, cartoon characters, colour logos, posters,
furniture, parts of products, logos, typefaces, drawings and
artwork, get-ups and ornamentation.

Scope

A Community design should, as far as possible, serve the
needs of all industry sectors in the European Union. Some of
these sectors produce large numbers of designs for products
which have a short market life, where protection without
the burden of registration formalities is an advantage and
the duration of protection is less significant. However, there
are also industry sectors which value the advantages of
registration for the greater legal certainty that it provides
and require the possibility of a longer term of protection, cor-
responding to the foreseeable market life of their products.
This consideration led to the creation of two forms of protec-
tion: the short-term unregistered Community design and
the longer-term registered Community design. Both provide
protection against the manufacture, sale and import/export
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of any product incorporating the protected design without
the consent of the rights holder. However, registered and
unregistered Community designs are quite different in terms
of their scope of protection and duration.

An unregistered Community design provides protection for
three years from the date on which the design is first made
available to the public. A registered Community design pro-
vides protection for five years from the date of registration
and can be renewed every five years up to a maximum of 25
years. The scope of protection of an unregistered Community
design is limited to designs that are a conscious, intentional
copy of the protected design, made in bad faith. In cases of
apparent infringement, the ability to prove both authorship
of the design and the date on which it was made available to
the public is crucial. The scope of protection for a registered
Community design is broader, as it grants protection against
identical and similar intentional and unintentional copies

of the registered design. Proof of the date of creation is not
required, since the date of filing takes precedence. Deter-
mining which option to choose depends on many factors,
including budget, type of product and timing. If an unregis-
tered Community design is chosen, it is crucial to document
the first date on which the design is made available to the
public.

Filing conditions

The procedure to apply for a registered Community design at
EUIPO is straightforward. It does not include an examination
of whether the design is new or possesses individual char-
acter. The examiner checks only whether the submission
qualifies as a design and whether it contains any element
that goes against public policy or morality. The procedure
does not provide for oppositions; however, third parties may
request that a design registration be declared invalid via

an administrative procedure before EUIPO. This invalidity
procedure can be launched against a design only once it has
been reg